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REPLY BRIEF 

It is believed th at this appeal should be handled on a special basis with dispatch as 
required bv 37 C.F.R. S 1 .607(b) since a potential interference is involved. 

It is initially noted that the divisional application for claims 17 to 21, referred to 
under STATUS OF CLAIMS, is now Patent No. 6,720,574. 

The Examiner's Answer states under "Issues" that an issue, labeled as 2) is "whether 
an interference should have been provoked pursuant to 37 C.F.R. 1.606, which relates to 
petitionable subject matter under 37 C.F.R. 1.181 and not to appealable subject matter. See 
MPEP § 1002 and § 120". In reply, it is respectfully submitted that a Petition was filed in 
the subject application on July 29, 2002, a copy of which is attached hereto along with the 
PTO mailroom date stamp and the PAIR "transaction history" for the subject application. It 
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will be noted that the Petition is not listed for reasons known only to the PTO. In addition, 
the copied claims were rejected under section 102, this being an appealable and not a 
petitionable matter. 

With reference to the Response to Argument as to the rejection of claims 9, 10, 13 
and 14 as being anticipated by Knight et al. (U.S. 6,728,113) under 35 U.S.C. 102(e), the 
examiner now refers to Spielberger et al. (U.S. 6,005,778). No such reference appears to be 
of record previously in this application. Even if it were of record, the addition of Spielbeger 
et al. would amount to a new ground of rejection under section 103 and therefore not a part 
of this appeal. Clearly, as required for a section 102 rejection, the subject matter claimed in 
claims 9, 10, 13 and 14 is not present within the four corners of Knight et al. as impliedly 
admitted by the examiner by the addition of Spielberger et al. 

With further reference to the Response to Argument, even improperly considering 
Spielberger et al., claim 9 requires that "the. second spaced apart region of each path 
having a compliant bump [have] a height greater than all other structures on the layer". 
No such feature is taught by Knight et al. As previously stated, the examiner alleges that 
compliant bumps are shown in Knight et al. at column 20, lines 22 to 28. This is clearly 
not the case. The section of Knight et al. referred to discusses conductive connections 
which are not numbered and it is not clear what these are from the specification or 
drawing. Furthermore, the terminals 71, 72 and 73, even be they compliant, do not 
provide the function of the compliant bumps of the subject invention and do not read on 
the claims as required by section 102. Terminals 71, 72 and 73 do not have a greater 
height than "other structures on the layer" as required by claim 9 but rather are not on a 
substrate with other structures and are not higher than other structures on any layer 
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relative to the layer. Accordingly, for this reason alone, there is no basis to ascribe the 
structure and function to these unnumbered elements which also are possibly not shown 
in the figures. More importantly, there are no compliant bumps shown in Knight et al. 
even assuming that compliant contacts appear somewhere in Knight et al. Still further, 
there are no compliant bumps in Knight et al. which have a height greater than all other 
structures on the layer, as claimed. 

As previously stated, claim 9 further requires a standoff disposed on the layer and 
having a height above the layer and less than the bump . No such structure is taught by 
Knight et al. The examiner alleges that "'spacers 5 , not shown , Col. 16, Lines 59-60" 
correspond to the standoffs. There is no basis whatsoever for this allegation and there is 
nothing in the cited section of Knight et al. to in any way suggest that there is a disclosure 
of a standoff disposed on the layer and having a height above the layer and less than the 
bump. In fact, there isn't even a correlation in Knight et al. between what the examiner 
alleges is the bump of Knight et al. and what the examiner alleges is the standoff of 
Knight et al., let alone that correlation as set forth in the claim. The examiner states that 
applicant must provide a basis for stating that a spacer is not a standoff. This statement 
places the cart before the horse. It is the duty of the examiner to provide a prima facie 
case of anticipation and, in this regard, it is incumbent upon him to show equivalence, if 
any. This has not been done. Furthermore, a spacer can be anything that provides a 
space between two elements and is not necessarily and rarely a standoff. Webster's New 
Collegiate Dictionary defines the term as "To place at intervals, to arrange with spaces 
between", (copy attached). It follows that a spacer is not a standoff unless expressly so 
stated or shown to perform that function, neither of which is the case herein. 
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It is again noted that the rejection is based upon section 102 of 35 U.S.C. and it is 
therefore incumbent that the claims be directly readable on Knight et al. The case does 
not appear to be even close. 

With reference to the rejection based upon Potter, as previously stated, claims 22 
to 31 were copied from Potter (U.S. 6,028,437) for purposes of interference. On November 
6, 2001, an amendment was filed (Number 11 in PAIR) along with a Declaration of the 
undersigned with an attachment of papers dated prior to the filing date of Potter, but with 
dates redacted and a Supplement to Amendment was filed November 15, 2001 (number 12 
in PAIR) with the same attachments to a Declaration Under 37 C.F.R. 1.131 by the 
appellants herein swearing back of the filing date of Potter. It followed that the examiner 
should have acted in a manner as dictated by the Rules and specifically 37 C.F.R. 
§ 1.607(b). 

The examiner states that a declaration under 37 C.F.R. §1.131 cannot be used when 
claims are copied for purposes of provoking an interference. This is only true in part. The 
fact is that the declaration provides at least a rebuttable prima facie case that applicants had 
in their possession the invention of Potter prior to the filing date of Potter. Accordingly, 
when the claims of Potter were copied, an interference should have been declared in view of 
the dictates of 37 C.F.R. § 1.607(b) unless the examiner was of the opinion that a count 
could not be made in the subject application which encompassed the claimed invention of 
Potter. This was not done. 

37 C.F.R. § 1.607(a) sets forth the requirements for provoking an interference with a 
patent. In this regard, (1) the patent has been identified, (2) a proposed count has been 
presented, (3) at least one claim in the patent has been identified corresponding to the 



TI-22561-4 



proposed count, (4) at least one claim in the subject application has been presented which 
corresponds to the proposed count with explanation, (5)(i) the applicable claims have been 
applied to the count and (ii) to the subject disclosure. Applicants have complied with 
section (c) of this section. It follows that all of the requirements of this section have been 
met by applicants. It also follows that the examiner should have proceeded as required by 
37 C.F.R. §1.607 (b) which he did not, despite the filing of a Petition was has still not 
received a response. 

For the reasons stated above as well as in the Brief on Appeal, reversal of the final 
rejection and allowance of the claims on appeal and/or other appropriate action is requested 
that justice be done in the premises. 

Respectfully submitted, 

/■ 

Jay M. Cantor 
Reg. No. 19906 
(301) 424-0355 
(972) 917-5293 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re application of 
RICHARD W. ARNOLD ET AL. 
Serial No. 09/164,580 (TI-22561) 
Filed October 1, 1998 

For: KNOWN GOOD DIE USING EXISTING PROCESS INFRASTRUCTURE 
Art Unit 2822 

Examiner J. Mitchell 

Commissioner for Patents 
Washington, D. C. 20231 

Sir: 

PETITION TO rO MMISSTONFR 

Applicants, through their attorney, hereby petition the Commissioner of Patents 
and Trademarks to enter the amendment filed after final rejection for the reasons stated 
hereinbelow. No charge is believed to be necessary since the error is that of the 
examiner. However, should a charge be required, please charge any costs to Deposit 
Account No. 20-0668. 

The facts are that claim 30 was copied from Potter Patent No. 6,028,437 and 
contained an indefinite antecedent which was noted by the examiner in the alleged final 
rejection and corrected in an amendment filed after final rejection. This was the only 
amendment requsted in the amendment filed after the alleged final rejection. A copy of 
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the claim as set forth in the amendment filed after final rejection is reproduced as 
follows: 

30. (Amended) An apparatus adaptable for the testing of semiconductor 
devices comprising: 

a package, wherein said package has a package lid having a lower surface 
adapted for receiving said semiconductor device, said semiconductor device 
having an upper surface, and a package base having an upper surface; 

an interconnecting medium contained within said package, wherein said 
[probe membrane] interconnecting medium has electrical paths adaptable for 
coupling to test circuitry, said medium including a medium surface, said medium 
surface having a plurality of probe tips affixed thereto, a plurality of standoffs 
affixed thereto, and a lower surface, wherein said probe tips are adaptable for 
making electrical contact with pads on said semiconductor device and are 
compliant bump probe tips; 

a bonding layer comprising an elastomeric material interposed between 
said package lid lower surface and said semiconductor device upper surface; and 

a bond layer comprising an elastomeric material interposed between said 
interconnecting medium lower surface and said package base upper surface, said 
package base being adapted for receiving said interconnecting medium. 

The amendment was refused entry on the ground that it raised the issue of new 
matter. Clearly, there can be no issue of new matter when the only change was that of 
correcting an indefinite antecedent as noted by the examiner himself. 

In view of the above, entry of the amendment filed after final rejection is 
requested. 

Respectfully submitted, 



Jay M. Cantor 
Reg. No. 19906 
(202) 639-7713 
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